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Patent law often seems to oscillate as if on a pendulum, swinging between patent standards that are too lenient and standards that are too strict. In the 1930s and
early 1940s patents were viewed as providing monopolistic protection too easily, leading to judicial efforts to curtail patent rights. By the end of the 1940s,
America had entered a new innovative era and patents were considered too hard to obtain and defend. Congress enacted the Patent Act of 1952 in part to provide
inventors greater access to patent protection. The pendulum swung again in the 1960s, leading to heavy criticism that patent requirements were too relaxed and
producing excess patent grants. The Supreme Court’s seminal 1966 decision in Graham v. John Deere is widely considered an e(flfort, in part, to reign in lenient
patent validity holdings. In the 1970s, the concern shifted back to the improper denial and invalidation of patents deterring innovation. This concern led to the
creation of the Federal Circuit in 1982 in a thinly veiled effort to strengthen rights. The late 1990s and 2000s have produced another oscillation: there is great
apprehension that patent standards are too low, leading to improper patent grants that may slow the pace of technological development. These concerns have
produced several recent Supreme Court cases that have weakened patent rights once again, such as eBay Inc. v. MercExchange, L.L.C.[1]and KSR Int’l Co. v.
Teleflex.[2] In the midst of this latest patent law oscillation, Congress is also considering substantial patent reform. Legislation entailing significant patent reform
has been introduced in Congress every year since 2005, and every year the proposed reforms have produced vociferous debate among the United States’ largest
industries. To date, none of the patent reform bills have passed. Patent legislation introduced this year, the “America Invents Act,”[3] incorporates a more modest
set of reforms and has been met with broader backing. The America Invents Act passed the Senate in March 2011, and a similar counterpart bill passed the House
in June. It appears likely that the chambers will reconcile their bills, and with the White House’s strong support, this may finally be the year that patent reform is
enacted. If enacted, the America Invents Act will represent the most sweeping statutory changes to patent law in over half a century. The crucial question is
whether this Act, combined with recent Supreme Court cases, will swing the patent pendulum too far once more. If history is any guide, the answer is that patent
reform will be too extreme. But, there is also an argument that changes in the economic and technological environment may make this time different. The Quest
for Optimal Patent Law To understand the current patent reform debate it is first necessary to take a step back to understand how the America Invents Act
legislation developed. The essential policy behind patent law is relatively straightforward. Absent patent protection, there would be too little incentive to invent
and commercialize innovation because, once introduced, anyone could copy an invention without having to compensate the inventor. Inventors, as a result, would
be unable to recoup their research and development costs, and therefore would be less likely to invest time and effort into innovation in the first instance. Patent
law solves this public goods problem by granting an inventor a limited monopoly on his or her invention, giving the inventor the prospect of recovering his or her
costs and making a profit. The added potential for profit on innovation incentivizes greater innovation in the first instance. That is the standard patent law story.
But in the late 1990s and early 2000s, a growing number of advanced technology firms and industries began to see patent law as flawed and failing to meet its
central objective of promoting innovation. Rather than perceiving a patent as providing an incentive to innovate, some begl;:m to believe that patents were creating
a drag on innovation. Among the most concerned entities are large software and information technology companies who believe that patent law has run
fundamentally off-track, to the detriment of innovation in their industries. Many new technology devices, such as a computer, cell phone, or software program,
incorporate a vast array of technological advances. A personal computer, for example, contains technology that is the subject matter of thousands of active
patents. As a result, anyone seeking to build a better computer must first license thousands of patents from potentially hundreds of different sources. In addition,
patent infringement is a strict liability offense. If even a small section of code in a multi-million line computer program is held to infringe a patent, whether
actually copied from the patented invention or independently discovered, the program owner can be enjoined from distributing the entire program and liable for
various damages. Add to this the uncertain scope of many patents, due to the difficulty of defining particular technology, and many companies feel they are facing
a perfect storm: extraordinarily expensive up-front licensing costs and untoward risk of future patent infringement litigation. This expensive and risky technology
environment was a dominant force behind the patent reform efforts that began in 2005. The bill introduced in Congress that year included sweeping changes to
patent law designed to make it harder to acquire patents, easier to attack existing patents, and limiting damages and remedies available for patent infringement.
[4] The Patent Act of 2005 was met with stiff opposition from a number of industries outside the computer and information fields, particularly the
pharmaceutical and biotechnology sectors, who feared that the proposed reforms would wreak havoc on innovation in their industries. Different Patent Law for
Different Industries Debates over the Patent Act of 2005, subsequent legislative proposals, and concurrent litigation made clear that different industries
experience the patent system in widely variant manners. Although American patent law presents a largely uniform body of law across all technologies, the law is
experienced differently by different industries. Like the parable of the blind men and the elephant, where each man perceives a different object because each
touches a different part of the elephant’s body, patent law is perceived differently by different industries because variation in underlying technology
characteristics cause different industries to interact with the patent system in different ways. Pharmaceutical and biotechnological innovation, for example,
requires time-consuming, costly, and risky research and deveropmem in order to achieve a new invention, such as a new drug or biologic. Developing new drugs
and biologics routinely takes a decade or more, costs hundreds of millions or billions of dollars, and often requires testing hundreds of alternatives or compounds.
Technological lifecycles (the length of time before a technology is rendered obsolete by later technological advance) in these fields can measure decades. The
software and information technology fields, on the other hand, are less research intensive. New software applications can be produced on much shorter time
scales and for a much more limited investment, often under a million dollars. Further, these computer-related fields evolve very quickly, with technological
turnover on the order of several years or less. New innovation in these industries quickly becomes obsolete. Industries also vary into how their technologies
interact with the patent system. Pharmaceutical and biotechnological inventions often involve discrete, stand-alone innovation, such as a new drug or new device.
These types of inventions are usually relatively easy to reverse engineer and copy. As a result of the ease of duplication and other factors, inventors in these fields
have relatively limited means to recover the cost or value of innovation outside of intellectual property protection. Software and information technology
innovation, on the other hand, routinely involve cumulative, rather than discrete, advances that evolve dependently from one innovation to the next. Cumulative
innovation means that each new invention needs to incorporate a variety of prior patented technology in order to function. In addition, these fields often can rely
on methods outside of the patent system in order to profit from their innovation, such as being able to commercialize an invention while maintaining its secrecy,
lead-time, or bundling innovation with other sales and services. Because of the vast differences in the technologies covered by the patent system, patent law plays
out very differently for different firms. The same patent law that may be critical to promote pharmaceutical innovation can simultaneously be a costly anathema
for computer-related firms. The crosscurrents of opposed powerful industry groups led to a stalemate on patent reform efforts in 2005. New patent reform
legislation has been introduced in each session of Con%ress since that time, and each year the proposed legislation has been successively watered down from
prior efforts in an attempt to reduce opposition to the bill and increase the chance of passage. In addition, since 2005 the Supreme Court has issued several high-
profile patent decisions that either judicially implemented certain elements of the originally proposed reforms or otherwise had the tendency to weaken the
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strength of patent rights.[5] These cases resolve certain of the problems that some industries perceived in the patent system and reduced the areas of conflict,
generating optimism that 2011 may finally be the year patent reform is enacted. The America Invents Act of 2011 Despite being limited in scope in relation to
earlier patent reform bills, the America Invents Act of 2011 incorporates several significant changes to the patent system. These changes include shifting the
United States from a First-to-Invent patent system to a First-Inventor-to-File system, introducing a new way for third parties to challenge patent grants, and a
variety of other, mostly more modest, revisions to the patent statute. First-Inventor-to-File. The United States is currently the only country in the world that has a
first-to-invent patent system. Under this system, the first inventor to achieve an invention is entitled to a patent on the invention, even if the first inventor is not
the first inventor to actually file a patent application on the given subject matter. The rest of the world operates under a first-inventor-to-file patent system: the
first inventor to file a patent application, even if he or she was not the first inventor temporally, is entitled to the patent. In first-inventor-to-file jurisdictions, a
person who is second to invent, but first to file, is entitled to patent rights on the invention. It bears emphasizing that both first-to-invent and first-inventor-to-file
systems only permit patents to issue to actual inventors; if someone derives an invention from another, whether through direct copying or otherwise, she or he is
not entitled to a patent, regardless of whether her or his application is filed first. The first-inventor-to-file versus first-to-invent issue only concerns the
assignment of patent rights when two inventors each independently achieve the same invention. The common critique of the first-inventor-to-file system is that it
produces a race to the patent office. Consequently, those with greater resources have an unfair advantage, even if they are not the first to actually invent. In
addition, a first-inventor-to-file system can create incentives to file rushed and sloppily drafted patent applications on not-yet-fully developed inventions. Many
individual inventors and small entities are opposed to the first-inventor-to-file provisions, out ofp concern that the change will be advantageous to larger, better
funded entities who can prepare their patent applications faster and who may flood the United States Patent and Trademark Office (USPTO) with patent
applications. As a result, these changes could stifle small business innovation. The advantages of a first-inventor-to-file over a first-to-invent system are certainty
and the ease of administrability. Under the United States’ current first-to-invent system, when two inventors file patent applications on the same subject matter
within a year of each other, the USPTO will declare an “interference.” Interferences are adversarial proceedings that can be both lengthy and expensive. This
expense raises some question about small entities’ expectation that they are better off under the first-to-invent system. An added benefit of switching to a first-
inventor-to-file system is that it would harmonize the United States’ patent system with the rest of the world, creating more uniformity in patent applications and
practice. Harmonization and eliminating interference proceedings would likely reduce the cost of the patent system, and the resources saved could be devoted
instead to further innovation. The patent bill that passed the House of Representatives,[6] but not the bill that passed the Senate, includes a provision that creates
a twist on the traditional first-inventor-to-file system. Under the House bill, an inventor who is first to invent (but not first to file) could be entitled to prior use
rights. Prior use rights would provide a defense to infringement for an actual first inventor who commercially used an invention that he or she reduced to practice
at least one year before the second inventor filed a patent application on the same subject matter. In other words, prior use rights do not prevent a second
inventor from obtaining a patent, but can provide a defense to a patent infringement lawsuit. New Means to Challenge Patent Validity. The America Invents Act
includes a couple of new provisions that make it easier to challenge patent applications and the validity of issued patents. First, the proposed legislation allows
third parties to submit certain published information relating to a pending patent application for the patent examiner to consider. Second, the proposed
legislation increases the opportunity for third parties to challenge the validity of a patent after the patent issues. Patent law currently provides certain post-grant
patent challenge opportunities, but such provisions have been critiqued as not suﬂ}i)ciemly effective or efficient. The new provisions create a new opportunity for
post-grant review and modify an existing one. The new post-grant review allows a third party nine months to contest the validity of an issued patent on a variety
of grounds. After the post-grant review period, a third party will still be able to challenge a patent, but only on more limited grounds. The precise extent of these
grounds varies between the current House and Senate bills, but in each case is more extensive than current law. In addition to shifting to a first-inventor-to-file
system and providing new means to challenge patent validity, the America Invents Act makes a number of other amendments to the Patent Act as well. For
example, the Act renders ineffectual patents on tax strategies, makes it easier to invalidate certain business method patents, and the House bill also limits
enforcement of DNA diagnostic test patents when a patient needs a second opinion. Will the Patent Pendulum Swing Too Far? Taken together, the provisions of
the America Invents Act would tend to make it slightly more difficult to obtain a patent in the first instance and slightly easier to invalidate a patent after it has
issued. These changes, however, are far less significant than various patent reforms that have been proposed over the past six years. Most large patenting
industries now either support or are not opposed to the current proposal. The primary opposition comes from small companies and individual inventors, although
other provisions have been added to the Act in an effort to assuage these concerns or provide some beneficial trade-offs. For instance, recent additions to the Act
reduce the patent filing fees for certain small and micro-entities. Any effect on innovation by small entities, such as new start-up companies, is a significant
concern because some research indicates that smaller companies are more likely to produce significant innovation than larger companies. The America Invents
Act, if enacted, can be expected to have only modest effects on research and development and innovation activity in most industries. It will likely slightly reduce
the amount and expense of patent litigation, permitting more resources to be devoted to innovation. The biggest effects may be felt by certain patent
practitioners. Interference proceedings for example, a notable area of current practice, will cease to exist. The invention derivation proceedings that will replace
them in certain instances will be far less numerous. Similarly, the limited tax patenting industry will also dry up. These impacts, however, are likely a relatively
limited cost to bear for a bill that many believe will promote innovation across a wide variety of technology industries. There is some reason to be cautiously
optimistic that the political process leading to the America Invents Act may prevent the patent pendulum from swinging too far this time around. Unlike the
litany historic patent law changes surveyed at the beginning of this article that tended to produce overcorrections, the current changes have been negotiated in a
climate with powerful interests on both sides of the patent reform debates. In past situations, patenting industry usually lined up on one side of the patent reform
movement, often leading to unbalanced pressure, and providing one cause of the excessive responses to perceived patent problems. The modern diversity in
innovation and patenting industries has changed this political climate, in a manner that may be useful to patent law. A beneficial side-effect of this new political
economy of patent reform may be to dampen the long endured, excessive oscillations of the patent pendulum. Gregory N. Mandel
(http://www.law.temple.edu/Pages/Faculty/Mandel_MainPage_Faculty.aspx) is Associate Dean for Research and Professor of Law at Temple University Beasley School of
Law. -[1] 547 U.S. 388 (2006). [2] 550 U.S. 398 (2007). [3] S. 23, 112th Cong. (2011); H.R. 1249, 112th Cong, (2011). [4] H.R. 2795, 109th Cong. (2005). [5] E.g.,
eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388 (2006) (holding that patent owners are not necessarily entitled to injunctions for patent infringement); KSR Int’l
Co. v. Teleflex, Inc., 550 U.S. 398 (2007) (effectively increasing the stringency of the nonobviousness patent requirement). [6] H.R. 1249, 112th Cong. (2011).
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